09/485,097 PATENT 
IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
Applicant: Mathiesen Examiner: J. Goff 11 

Serial No.: 09/485,097 Group Art Unit: 1733 

Filed: March 8, 2000 Docket No.: 12875.10USWO 

Title: METHOD OF MANUFACTURING A COMPOSITE MATERIAL 



CERTIFICATE UNDER 37 CFR 1 .8: The undersigned hereby certifies that this correspondence is being 
deposited in the United States Postal Service, as first class mail, with sufficient postage, in an envelope 
addressed to: Mail StopAppeal Brief-Patents, Commissioner for Patents, P.O. Box 1450, Alexandria, VA 
22313-1450 on April 2004. 




Name 



APPELLANT'S BRIEF ON APPEAL 



23552 



PATENT TRADEMARK OFRCE 



Mail Stop Appeal Brief-Patents 
Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Sir: 



This Brief is presented in support of the Notice of Appeal filed February 18, 2004, from 
the final rejection of claims 1-14 of the above-identified application, as set forth in the Office 
Action mailed October 15, 2003. 

A check for $165.00 to cover the required fee for fihng this Brief is enclosed. An 
original and two copies of the Brief are enclosed herewith. 



L REAL PARTY IN INTEREST 



04/26/2004 mm. 

01 FC:2402 



The Real Party in Interest is KE-Burgmann A/S, a corporation of Denmark. 
00000110 094&5097 

165.00 OP 



II. RELATED APPEALS AND INTERFERENCES 

The Appellant is not aware of any related appeals or interferences for the above- 
referenced patent application. 

IIL STATUS OF CLAIMS 
Claims 1-14 are pending and are the subject of this Appeal. Claims 1-14 have been 
finally rejected under 35 U.S.C. § 103(a). 

IV. STATUS OF AMENDMENTS 

No amendments have been filed subsequent to the final rejection fi-om which this appeal 
is taken. 

V. SUMMARY OF THE INVENTION 

The invention relates to a method of manufacture of a composite product comprising at 
least one layer of reinforcing woven material and at least one layer of PTFE foil or ePTFE foil 
and the composite product produced by the method. The invention further relates to an 
apparatus for the manufacture of the composite material. The laminating step is carried out at 
approximately 380 to 400 °C under a pressure of 0.1 to 20 N/mm^, and the laminated foil and 
woven material is also cooled under pressure fi-om about 300 to 420 °C to about 50 °C in about 
0.1 to 240 seconds. 
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VL ISSUES PRESENTED FOR REVIEW 

1. Whether claims 1-10 and 14 are unpatentable under 35 U.S.C. § 103(a) over 
Japanese Patent No. 52-6782 to Sumitomo (hereinafter "Sumitomo") in view of U.S. Patent No. 
2,833,686 to Sandt (hereinafter "Sandt") and German Patent No. 4,202,920 to Smuck et al. 
(hereinafter "Smuck"). 

2. Whether claims 11-13 are unpatentable under 35 U.S.C. § 103(a) over Smuck. 

VIL GROUPING OF CLAIMS 

1. Claims 1-10 and 14 form one grouping for purposes of this appeal. 

2. Claims 11-13 form a second grouping for purposes of this appeal. 
The claims are contained in Appendix 1 . 

VIIL ARGUMENT 

A. INTRODUCTION 

Claims 1-14 have been finally rejected under 35 U.S.C. § 103(a). Appellant respectfiiUy 
submits that the rejections are in error on at least the following grounds: (1) Applicant's 
invention is not disclosed in the cited references; (2) there is no suggestion to make the proposed 
combination of references; (3) the prior art teaches away from Applicant's invention; and (4) 
even if combined, the proposed combination of references would render the prior art inoperable 
for its intended purpose. 
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B. AUTHORITIES 

To make out a prima facie case of obviousness under 35 U.S.C. § 103(a), there must exist 

some motivation, either generally available to one of ordinary skill in the art or expressly stated 

in the prior art, to modify the known prior art to arrive at the claimed invention. For a 35 U.S.C. 

§ 103(a) rejection, the Examiner should set forth in the Office Action: 

(A) the relevant teachings of the prior art relied upon, preferably with reference to the 
relevant column or page number(s) and line number(s) where appropriate, 

(B) the difference or differences in the claim over the applied reference(s), 

(C) the proposed modification of the applied reference(s) necessary to arrive at the 
claimed subject matter, and 

(D) an explanation why one of ordinary skill in the art at the time the invention was 
made would have been motivated to make the modification. 

M.P.E.P. § 706.02(j) (2003). In order to estabUsh prima facie obviousness under 35 U.S.C. 

103(a), three basic criteria must be met: (1) there must be some suggestion or motivation to 

combine the references or modify the reference teaching; (2) there must be a reasonable 

expectation of success; and (3) the reference or references when combined must teach or suggest 

each claim limitation. 35 U.S.C. 103(a). Only once the Examiner has established a prima facie 

case of obviousness does the burden shift to the Applicant to present evidence of 

nonobviousness. 

A prima facie case of obviousness must be supported by a showing that some objective 
teaching in the prior art would lead that individual to combine the relevant teachings. In re Fine . 
837 F.2d 1071, 1074 (Fed. Cir. 1988). References can be combined only if there is some 
teaching or suggestion supporting the combination. Id. at 1075. The teaching or suggestion to 
make the proposed combination must be found in the prior art, not from Applicant's disclosure or 
claims. In re Vaeck. 947 F.2d 488, 493 (Fed. Cir. 1991). If the prior art has not suggested the 
desirability of the combination, the mere fact that the prior art may be modified in the manner 
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suggested by the Examiner does not make the invention obvious. In re Fritch , 972 F.2d 1260, 
1266 (Fed. Cir. 1992). 

Further, it is impermissible to pick and choose from any one reference only so much of it 
as will support a given position to the exclusion of other parts necessary to the full appreciation 
of what such reference fairly suggests to one skilled in the art. Bausch & Lomb. Inc. v. Bames- 
Hind Hvdrocurve, Inc. . 796 F.2d 443, 448 (Fed. Cir. 1986). Rather, the claimed invention as a 
whole must be considered in obviousness determinations. Stratoflex, Inc. v. Aeroquip Corp. . 
713 F.2d 1530, 1537 (Fed. Cir. 1983). Further, all the claim limitations must be taught or 
suggested by the prior art. In re Rovka , 490 F.2d 981 (C.C.P.A. 1974). 

In addition, there is no suggestion or motivation to combine prior art if the proposed 
combination would render the prior art inoperable or unsatisfactory for its intended purpose. In 
re Gordon . 733 F.2d 900, 902 (Fed. Cir. 1984). Further, a prima facie case of obviousness is not 
made when a proposed combination of prior art references would change the principle of 
operation of the prior art being modified. In re Ratti , 270 F,2d 810, 813 (C.C.P.A. 1959). 

C. BRIEF DISCUSSION OF SUMITOMO, SANDT. AND SMUCK 

Sumitomo discloses a method for producing of a 4 ethylene fluoride resin sheet. 
Sumitomo discloses laminating thin PTFE films and sintering them together at an elevated 
temperature of 390 °C and a pressure of 10 Kg/cm^ for 10 minutes. Sumitomo further discloses 
thin sheets of 0.05 to 0.1 mm. Sumitomo, does not disclose rapid cooling or simultaneous 
application of pressure. In fact, Sumitomo states, *'In order to prevent the warping and the 
bending of the sheet, said sheet is preferably gradually cooled after sintering has been 
completed." (Sumitomo translation at 3, 11. 16-17.) 
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Sandt discloses a lamination process for a modified PTFE film. Sandt discloses slow 
cooling to temperatures from about 380 '^C to below 280 **C under pressure. Sandt does not 
disclose a rapid cooling process. Sandt discloses "cooling is done gradually so as to minimize 
the chance for bond rupture as a result of unequal contraction of the assembly during this step" 
and suggests a time in one instance of "several hours." (Sandt col. 1, 11. 38-42; col. 3, 11. 2-3.) In 
one of the examples, Sandt discloses cooling of "two hours." (Sandt col. 5, 1. 4.) Further, Sandt 
does not disclose a process for cooling "virgin" PTFE films, instead focusing only on modified 
PTFE. 

Smuck discloses a continuous lamination, where endless bands contact each side of the 
laminate, with pressure and cooling stations successively arranged. Smuck offers a product and 
process, an embodiment of which heats the laminate by use of two hot roller pairs and cools the 
same by use of cold roller pairs. Smuck does not disclose a lamination process that can be used 
for sintering. Smuck does not disclose that pressing and cooling are carried out simultaneously 
and Smuck does not disclose the use of a fixation means. Smuck cites prior art that "exhibited 
the disadvantage" of "the application of pressure" and again cites to the prior art that had the 
"disadvantage" of pressure, "which leads to a laminating effect of poor quality." (Smuck 
translation at 5, 11. 14-16; Smuck translation at 9-10, 11. 19-26, 1-6.) Smuck discloses that an 
advantage of the Smuck invention is that "an application of pressure" "is essentially avoided." 
(Smuck translation at 6, 11. 10-11.) 

D. CLAIMS 1-10 AND 14 

Claims 1-10 and 14 were rejected under 35 U.S.C. § 103(a) over Sumitomo in view of 
Sandt and Smuck. Claims 1 and 9 are independent claims. Appellant respectfully submits that 
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these claims are patentable over the combination of Sumitomo in view of Sandt and Smuck as 
applied to claims 1 and 9. Claims 2-8, 10, and 14 depend on these claims, and are also 
patentable. 

1. Cooling Time 

A short cooling time is not discussed in any of the cited references. Claim 1 recites 
cooling "under pressure from about 300 to 420 °C to about 50 °C in about 0.1 to about 240 
seconds". The Examiner has failed to establish a prima facie case of obviousness because the 
references fail to teach all of the claim limitations, specifically there is no disclosure or 
suggestion regarding the time in which cooling takes place. 

In Sumitomo, the lamination process has a long process time and no cooling process is 
described. Certainly, therefore, it caimot be said that a rapid cooling process with simultaneous 
application of pressure is disclosed. 

The cooling that is disclosed in Sandt is slow and the laminate is only cooled from about 
380 **C to below 280 ^'C within 15 minutes (900 seconds). The laminate may shrink during such 
a slow cooling and when the pressure is released, the laminate may wrinkle during subsequent 
cooling. The lamination material described in Sandt is a modified PTFE having a different 
cooling response than "virgin" PTFE films. This modified PTFE requires a special lamination 
process that is not applicable if virgin PTFE films are to be laminated. 

Smuck does not disclose simultaneous pressing and cooling. Smuck describes a 
continuous lamination, where endless bands contact each side of the laminate, with pressure and 
cooling stations successively arranged. The bands have an insulating effect making the cooling 
less efficient. 
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None of the references, or combination of references, teach that the cooling is carried out 
in about 0.1 to about 240 seconds. The references either fail to specify cooling time or disclose a 
long cooling time. Based on the cited references, or combinations thereof, one of skill in the art 
would not have been motivated to utilize a rapid cooling because the only cooling conditions that 
are specified by any of the references are extended times. Indeed, based on the thickness and 
makeup of the films disclosed in the prior art, there is no suggestion that rapid cooling would be 
effective. The rapid cooling that the Applicant utilizes offers advantages in that the laminate 
material is fixed quickly and any risk of further shrinking and wrinkling is eliminated. If one of 
skill in the art were to utilize the cooling of Sumitomo, Smuck, Sandt, or some combination 
thereof, the laminate would still have a soft structure, which would allow it to shrink and wrinkle 
upon fiirther cooling. 

The cited references actually teach away from the rapid cooling of AppHcant*s invention, 
thus one of skill in the art would not have been motivated by the prior art to obtain Applicant's 
invention. Sumitomo does not teach the rapid cooling of Applicant's invention. Not only does 
Sumitomo not disclose the rapid cooling utilized in the Applicant's invention, it actually teaches 
away from. Sumitomo states, "In order to prevent the warping and the bending of the sheet, said 
sheet is preferably gradually cooled after sintering has been completed." (Sumitomo translation 
at 3, 11.16-17.) Likewise, Smuck does not disclose rapid cooling, disclosing no time or 
temperature for a cooling process. Sandt also does not teach the rapid cooling that is recited in 
the claimed invention. Sandt also teaches away from such rapid cooling, stating that "cooling is 
done gradually so as to minimize the chance for bond rupture as a result of unequal contraction 
of the assembly during this step" and suggests a time in one instance of "several hours." (Sandt 
col. 1, 11. 38-42; col. 3, 11. 2-3.) In one example, Sandt discloses a cooling time of "two hours." 
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(Sandt coL 5, 1. 4.) Therefore, one of skill in the art, considering the cited references, would not 
have obtained the Applicant's invention, and would have actually been taught against Applicant's 
invention by overwhelming admonitions regarding problems created by rapid cooling. 

The laminate produced by the cited references is also quite different from Applicant's 
invention. Because of the different process used in Sumitomo, Sandt, and Smuck, the laminate 
that is obtained is therefore a completely different type of laminate than the composite laminates 
obtained by the present invention. 

hi summary, none of the cited references, or combinations thereof, disclose or suggest a 
rapid cooling time like that recited in claims 1 and 9, Jn fact, the cited references teach away 
from a rapid cooling process like that recited in claims 1 and 9. Because the combination of the 
references fail to teach or suggest Applicant's invention. Applicant respectfully requests that this 
rejection be withdrawn. 

2. Temperatures 

Furthermore, the temperatures used in Applicant's invention are not disclosed or 
suggested by the cited art. None of the cited references, or combinations thereof, disclose or 
suggest cooling from about 300 to 420 **C to about 50 ^'C while maintaining pressure during the 
cooling process. Sumitomo does not give a specific final temperature of the cooling. Sandt 
discusses cooling under pressure to below 280 °C (Sandt col. 3, 11. 41-45), or in air to below 300 
°C (Sandt col. 4, 11. 12-15). Both Sumitomo and Sandt teach that the cooling is gradual and does 
not go down to between 300 to 280 °C. Neither discloses or suggests cooling to about 50 

Smuck likewise fails to disclose beginning temperatures as high as those used by 

Applicant. The temperatures disclosed in Smuck (150 to 250 °C) (Smuck translation at 13, 1. 8) 

are too low to allow Applicant's invention to work. Further, Smuck neither discloses nor 
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suggests fixation and rapid cooling from a high sintering temperature in AppHcant's invention 
(300 to 420 ^^C) to a temperature below 50 The Examiner has not stated a motivation 
generally available to one skilled in the art to utilize Smuck's process to sinter the materials. 
There is no motivation for requiring the process to be run at significantly higher temperatures, 
and the Examiner has cited none. Because the process disclosed in Smuck does not disclose the 
process of Applicant's invention, the process disclosed in Smuck cannot disclose the method of 
manufacture or the product claimed. 

None of the cited references go as low as 50 ^C. None of the references start at high 
enough temperatures. A person of skill in the art certainly would not have been motivated to 
pick a higher starting temperature and lower finishing temperature if it was not disclosed in any 
of the references. Therefore, none of these disclosures would motivate one of skill in the art to 
utiUze a cooling step from about 300 to 420 °C to about 50 °C in 0.1 to 240 seconds. 

3. Film 

The processes disclosed in the cited references would not work with applicant*s invention 
because of the differences between the prior art and Applicant's film thickness, and the rapid 
cooling, temperatures used, and pressure used in the process because of the film thickness. 
Sumitomo does not disclose a process of laminating PTFE where the laminated foils are sintered , 
by heating. The Sumitomo process is slow and only suitable for very thin films. The composite 
material in the present invention is at least partly fixed during the cooling. Furthermore, the 
cooling in Applicant's invention is carried out quite rapidly compared to the Sumitomo method. 
In Applicant's invention, the effect of fixing the material by applying pressure makes it possible 
to carry out the rapid cooling without risking any critical shrinkage, warping, or bending. In the 
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present invention, the lamination may be carried out with PTFE-foils with a thickness of 0.5 to 
1.5 mm, whereas the foils in Sumitomo are 0.05 to 0.1 mm in thickness. 

Combining Sumitomo with Sandt and Smuck does not remedy the noted defects. Smuck 
discloses a process for "thin-layered film material/' touts the advantages of no pressure, and runs 
at much lower temperatures than AppUcant's invention (150 to 250 versus 300 to 420 °C). 
(Smuck translation at 5, 11. 14-16; Smuck translation at 9-10, 11. 19-26, 1-6; Smuck translation at 
13, 1. 8.) Smuck discusses one example of prior art, DE 3,719,976 and notes that the need in the 
prior art for the use of a plunger results in the disadvantage that pressure is thereby applied to the 
article to be layered, which makes it impossible for this article to be thin, because it would then 
be distorted. (Smuck translation at 2, 11. 1-5.) Sandt also does not disclose a film produced by a 
rapid cooling step, instead touting the advantages of slow cooling. Also, Sandt does not disclose 
a process for cooling "virgin" PTFE films, instead focusing on modified PTFE. 

Further, Sumitomo, Smuck, and Sandt are not combinable in the manner proposed. In 
particular, there is simply no teaching or suggestion contained in Sumitomo, Smuck, and Sandt 
to make the proposed combination of references. Because Sumitomo, Smuck, and Sandt do not 
suggest the proposed combination, the Examiner is relying solely upon Appellant's disclosure for 
the suggestion of making the proposed combination. Further, there is no expectation of success, 
and Examiner has cited none. Finally, because of the different films disclosed in the references, 
utilizing Applicant's rapid cooling method would cause unstable films. The Examiner has failed 
to state a motivation generally available to one skilled in the art for requiring the Sumitomo 
method to be run to allow for the thicker PTFE-foils. Sumitomo fails to articulate such a 
motivation and Sandt and Smuck do not remedy this defect. Thus, Sumitomo, Sandt, and Smuck 
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cannot serve as a proper basis for a rejection under 35 U.S.C. § 103(a), and claims 1-10 and 14 
are patentable. 

E. CLAIMS 11-13 

Claims 11-13 are rejected under 35 U.S.C. § 103(a) as being unpatentable over Smuck. 
Claim 1 1 is an independent claim. Appellant respectfully submits that this claim is patentable 
over Smuck as applied to claim 11. Claims 12-13 depend on this claim, and are also patentable. 

1. Cooling Time 

Smuck does not disclose an apparatus that is capable of obtaining the cooling step used in 
Applicant's invention. Claim 1 1 has a limitation that the cooling is "under pressure from about 
300 to 420 °C to about 50 ^C in about 0. 1 to about 240 seconds". Smuck fails to disclose or 
suggest an apparatus in which the cooling takes place in this short time. Further, Smuck does not 
teach an apparatus that laminates the woven material with the PTFE foil or the ePTFE foil at 
approximately 380 to 400 °C under a pressure of 0.1 to 20 N/mm^ as is recited in claim 11. 
Nowhere in Smuck is it disclosed that the apparatus laminates or can laminate at these 
temperatures. Smuck only discloses that the lamination occurs at a temperature between 150 and 
250 °C, temperatures much lower than those in claim 11. Smuck does not disclose an apparatus 
with all of the elements recited in Applicant's invention, and does not anticipate Applicant's 
invention. 

Smuck does not disclose an apparatus that is capable of the rapid cooling of the 

composite material disclosed in claim 11. The apparatus in Smuck transfers the pressure from 

the rollers through the endless band and onto the laminate. This results in a loss of cooling, and 

heating, respectively as well as a decrease in the rate of cooling (and heating). Consequently, the 
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apparatus disclosed in Smuck is not and could not be used for rapid cooling. In fact, the 
apparatus in Smuck actually contains a number of inherent features that make it useful for slow 
cooling. The apparatus of Smuck is not suitable for lamination of PTFE because the heating 
temperature obtainable by the rollers in Smuck are insufficient for laminating and sintering 
PTFE materials. Specifically, the temperatures utilized by the apparatus in Smuck range from 
150 to 250 °C. (page 13, 11. 3-8.) The apparatus disclosed in claim 1 1 functions at temperatures 
of from 300 to 420 °C. Thus, the apparatus disclosed by Smuck does not have all of the 
limitations of claim 11, and there is no suggestion to modify the teaching of Smuck to create 
Applicant's invention, thus Smuck cannot be modified to result in the Applicant's invention. 

Smuck does recite that supplementary radiation-heating units can be installed between 
the heating and cooling rollers, but does not suggest that such supplementary units could result in 
a doubling of the laminating temperature, Smuck does not disclose that temperatures that are 
twice as high would have any advantage. Therefore, Smuck does not make the Applicant's 
invention obvious. 

2. Pressure 

Although Smuck discusses an apparatus with cooling rollers and pressing forces from 

100 to 400 kg per cylinder, it does not utilize pressures as high as that of the Applicant's 

invention and does not suggest that high pressures would result in an advantage, hi fact, Smuck 

teaches against the use of high pressures. Smuck discusses one example of prior art, DE 

3,719,976 and notes that the need in the prior art for the use of a plunger results in the 

disadvantage that pressure is thereby applied to the article to be layered, which makes it 

impossible for this article to be thin, because it would then be distorted. (Smuck translation at 2, 

11. 1-5.) This disadvantage is described in more detail where Smuck states that the application of 
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pressure toward the layer of material to be processed, results in the disadvantage that the material 
is deformed by thermoplastic distortion, for example, gives way in width and in length or even 
without coordination, which leads to impairment of dimensional accuracy (repeatability). 
(Smuck translation at 5, 11. 17-27.) The application of pressure is discussed again later, where it 
is stated that such application of pressure is avoided in the invention. (Smuck translation at 6, 11. 
6-10.) Thus, not only does Smuck not disclose an apparatus operating at high pressure, it 
actually teaches against using high pressure. 

Further, there is no motivation to modify the Smuck apparatus to obtain high pressures. 
Smuck states, with regard to Figure 4, that "important is the fact that no pressing force is exerted 
upon the laminate 36 by the heating and cooling zones." (Smuck translation at 14, 11. 20-22.) 
Therefore, one of skill in the art would not have been motivated to modify the apparatus in 
Smuck to use the high pressures that Applicant utilizes because Smuck teaches against such 
pressures. Smuck does not teach or suggest the Applicant's invention. 

Smuck neither discloses nor suggests fixation with a means that is in cooperation with a 
controllable cooling means like that disclosed in claim 11. The Applicant's apparatus utilizes a 
fixation means to regulate or control the shrinkage of the finished product. Based on the 
disclosure of the Smuck apparatus (which uses lower temperatures and pressures than 
Applicant's apparatus), one of skill in the art would have no reason to modify it to include a 
means for fixation. The Examiner has not stated a motivation generally available to one skilled 
in the art to modify the Smuck apparatus to add such a step. There is nothing in Smuck 
indicating a motivation to modify, and the Examiner has not indicated any such motivation. For 
these reasons, the claims are not obvious in view of the Smuck apparatus. Therefore, in addition 
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to the reasons presented above involving cooling time, temperature, and film thickness, claims 
1 1-13 are patentable. 

IX. SUMMARY 

Appellant's claims 1-10 and 14 are patentable over Sumitomo, Sandt, and Smuck, and 
claims 1 1-13 are patentable over Smuck. It is earnestly requested that the Examiner's rejections 
be reversed, and that all of the pending claims be allowed. 

Please charge any additional fees or credit overpayment to Merchant & Gould Deposit 
Account No. 13-2725. 



RespectfiiUy submitted. 



MERCHANT & GOULD P.C. 
P.O. Box 2903 

Minneapolis, Minnesota 55402-0903 
(612) 332-5300 



Date: 
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APPENDIX 1 
THE CLAIMS ON APPEAL (as finally amended) 

1 . A method of manufacture of a composite product comprising at least one layer of 
reinforcing woven material and at least one layer of FIFE foil or eFTFE foil comprising the 
steps of: 

laminating said at least one layer of foil together with said at least one layer of woven 
material by heat and pressure, to form a laminated foil and woven material having a partial 
length and a preceding partial length, wherein said laminating is carried out at approximately 
380° C to 400° C under a pressure of 0.1 to 20 N/mm^ and 

cooling said laminated foil and woven material in a fully or partly fixed state, wherein 
said laminated foil and woven material is cooled under pressure, from about 300 to 420 ° C to 
about 50 ° C in about 0. 1 to 240 seconds, 

wherein said laminating and cooling is conducted continuously whereby cooling of said 
partial length of said laminated foil and woven material is carried out simultaneously with the 
heating of said preceding partial length of said laminated foil and woven material. 

2. A method according to claim 1, wherein said laminated foil and woven material is 
cooled from about 380 to 400 °C to about 50 °C in about 20 to 120 seconds. 

3. A method according to claim 1, wherein the laminated foil and woven material is 
subject to a tension during cooling. 

4. A method according to claim 1, further comprising applying pressure to the 
laminated foil and woven material by means for pressure application. 

5. A method according to claim 4, wherein the means for pressure application is 
provided with cooling means. 



6. A method according to claim 4, wherein the pressure is appHed continuously by at 
least one roller. 

7. A method according to claim 4, wherein the pressure is applied intermittently by a 
pressxu-e surface. 

8. A method according to claim 1, wherein the laminated foil and woven material is 
cooled by a substantially uniform pressure on the surface. 

9. A composite product comprising at least one layer of reinforcing woven material 
and at least one layer of PTFE or ePTFE foil, wherein said at least one foil is laminated together 
with said at least one layer of woven material by heat and pressure, wherein the composite 
material is subsequently cooled in a fully or partly fixed state, and wherein said composite 
material is cooled from about 300 to 420 C to about 50 ° C in about 0.1 to 240 seconds. 

10. A composite product according to claim 9, wherein the reinforcing woven 
material comprises glass fiber fabric or PTFE coated glass fiber fabric. 

11. An apparatus for manufacture of a composite material comprising at least one 
layer of reinforcing woven material and at least one layer of PTFE foil or ePTFE foil, where said 
at least one layer of foil is laminated together with said at least one layer of woven material by 
heat and pressure, said apparatus comprising: 

means for laminating said at least one layer of reinforcing woven material and said at 
least one layer of foil together, wherein said at least one layer of foil is laminated together with 
said at least one layer of woven material at approximately 380° C to 400° C under a pressure of 
0.1 to 20 N/mm , wherein said means for laminating said at least one layer of reinforcing woven 
material and at least one layer of PTFE foil or ePTFE foil comprises a combined pressure and 
heat supply; 

means for fixation of the uncooled or partly cooled laminated at least one layer of 
reinforcing woven material and at least one layer of PTFE foil or ePTFE foil; and 



a controllable cooling means, 

wherein said fixation means cooperates with said controllable cooling means, wherein 
said apparatus is suitable for cooling said composite material under pressure from about 300 to 
420° C to about 50° C in about 0.1 to about 240 seconds. 

12. An apparatus according to claim 11, wherein the means for fixation and the 
associated controllable cooling means comprise at least one pressure surface having integrated 
cooling means. 

13. An apparatus according to claim 11, wherein the means for fixation and the 
associated controllable cooling means comprise at least one roller having integrated cooling 
means. 

14. The method of claim 1, wherein said cooling is carried out at a pressure of from 
0.1 to 20N/mm^ 
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APPENDIX 2 
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46CCPA 

Application of Ferdinand J» BATTL 
Patent Appeal No* 6452. 

United States Court of Customs 
and Patent Appeals, 
Sept 30, 1959. 

The Board of Appeals of the United 
States Patent Office affirmed rejection by 
Primary Examiner of claims 1, 4» 7 and 
10 of application, Serial No. 369,325, for 
a patent for an oil seal for sealing the 
space between a bore in a housing and a 
relatively movable shaft centrally located 
in the bore, and the applicant appealed. 
The Court of Customs and Patent Ap- 
peals, Smith, Judge, reversed the rejec- 
tions of claims 1, 4, 7 and 10. 

Reversed. 

Kirkpatrick, District Judge, and 
Worley, Chief Judge, dissented. 

Patents 'S=»118(8) 

On appeal from decision of Board of 
Appeals of the United States Patent Of- 
fice affirming rejection by Primary Ex- 
aminer of certain claims of application 
for patent for an oil seal for sealing space 
between a bore in a housing and a rela- 
tively movable shaft centrally located in 
the bore, rejections of the claims were 
reversed by Court of Customs and Patent 
Appeals* 



Croi^iwell, Greist & Warden, Chicago, 
111. (Raymond L. Greist, Chicago, III, of 
counsel), for appellant. 

Clarence W. Moore, Washington, D. C, 
(S. Wm. Cochran, Washington, D. C, of 
counsel), for Commissioner of Patents, 

Before WORLEY, Chief Judge, RICH, 
MARTIN, and SMITH, Judges, and 
Judge WILLIAM H, KIRKPATRICK.* 

SMITH, Judge. 

This is an appeal from the decision of 
the Board of Appeals of the United States 

•United Stfltcs Senior District Judge for 
the EiiKtein Diatrict of PcnnHylvania, 
aGsigiiutci) to pnrticitmtc in place of Judge 



Patent Office affirming the rejection oy 
the Primary Examiner of claims 1, 4, 7 
and 10 of appellant's application serial 
No. 369,325, filed June 3, 1953, for a 
patent on an "Oil Seal" for sealing the 
space between a bore in a housing and a 
relatively movable" shaft centrally located 
in the bore* 

Claim 1 is representative of claims 4 
and 7 and reads: . 

"1. A seal for insertion in a cy- 
lindrical bore in a housing about a 
relatively movable centrally located 
shaft, comprising an annular bore- 
engaging mounting portion of resil- 
iently deformable material for end- 
wise insertion in and. statically seal- 
ed engagement with the bore in the 
housing, ah annular shaft-engaging 
portion connected with said bore- 
engaging portion for running en- 
gagement with the shaft, and a metal 
ring located adjacent one end of said 
bore-engaging portion, said ring be- 
ing provided mth a plurality of aa- 
ioUy extending miwardly biased 
. spring fingers in outwardly clomped 
engagement with said bore-engaging 
portion inwardly of the o^uter periph- 
ery of the latter, and said ring be- 
ing also provided outwardly of said 
bore-engaging portion with means 
for detachably connecting the ring to 
the housing outwardly of the bore in 
the latter." (Emphasis ours.) 

Claim 10 differs from the other claims on 

appeal and reads : 

"10. A seal for Insertion in a cy- 
lindrical bore in a housing about a 
relatively movable centrally located 
shaft, comprising a£ sealing ring hav- 
ing an outer bore-engaging portion 
of resiliently deformable material, 
which portion is of somewhat larger 
diameter than< the bore in the hous- 
ing, for press-fit insertion in the 
bore, and a metal retaining n»p as- 
sociated with the sealing ring, said 
retaining ring being connected with 

0*OonneUt pursuant to the provisions of 
TlUe 23 United States Code, Section 
204(d). 
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the sealing ring and being provided, 
outwardly of the latter toith resili" 
ently yieldable hook formations 
which are adapted to be sprung into^ 
interlocking engagement with a com- 
plementary formation associated 

Roth 

Norton 

Jepson 

Chinnery et al(British) 



with the housing outwardly of the 
bore, which engagement acts to pre- 
vent axial displacement of the seal- 
ing ring relative to the bore in the 
housing." (Emphasis ours.) 
The references in the case are: 



1,546.942 
1,951,034 
2,544,324 
578.526 



July 21, 1925. 
Mar. 1, 1934. 
Mar. 6, 1951. 
July 2, 1946, 



Appellant's shaft seal comprises an an- 
nular sealing member of resilient de- 
formable material which is adapted to 
be inserted into a cylindrical bore sur- 
rounding a relatively movable shaft. The 
inner portion of the sealing member is 
provided with a flexible lip which is held 
in engagement with the shaft by a garter 
spring. In the outer portion of the seal- 
ing member, an annular slot is provided 
which is concentric with and spaced from 
the outer periphery of the sealing mem- 
ber. This slot extends axially from the 
end of the member and provides a pocket 
in which the axially extending outwardly 
biased spring fingers of a metallic at- 
taching ring are located. This construc- 
tion permits the spring fingers to exert a 
force on the resilient material in the di- 
rection of the annular wall of the bore to 
provide and maintain a snUg engagement 
between the outer surface of the resilient 
member and the inner surface of the 
bore. The metallic attaching ring is also 
provided with radially extending resilient 
hooks located outwardly of the bore en- 
gaging portion of the resilient member. 
The housing is provided with a comple- 
mentary formation outwardly of the bore 
which is engaged by the resilient hooks 
to provide a snap-on connection between 
the bore and the seal. 

The Roth and Norton patents were re- 
lied upon by the examiner in rejecting 
claim 10, and since both references were 
considered by the board, we have includ- 
ed them in our consideration of this case. 
Roth shows a gasket structure for steam 
train line hose couplings. Norton shows 



an adjustable repair clamp for bell and 
spigot joints in which there is provided a 
sheet metal bridge piece "preferably of 
spring material." The bridge piece is 
sprung into interlocking engagement 
with a structural portion of the clamp 
and exerts its force on a resilient packing 
ring which, if desired, may be cemented 
to It 

The Chinnery et al. patent is the refers 
ence principally relied upon by the Pat- 
ent Office. It shows a housing provided 
with a bore surrounding a centrally locat- 
ed shaft. A reinforced and "stiffened" 
sealing member formed of a material 
such as rubber, is press fitted into the 
space between the bore and the shaft. 
The sealing member has an inner lip held 
in contact with the shaft by a garter 
spring. The bore engaging portion of 
the sealing member is "stiffened" by an 
axially extending cylindrical sheet metal 
casing which acts as a reinforcing mem- 
ber for a definite purpose which is de- 
scribed by Chinnery et al. as follows: 
"Owing to the limited radial space 
within which the oil seal is to be ac- 
commodated, the holding portion of 
the oil seal cannot be stiffened by 
being massive. Consequently the 
holding portion of the present oil 
seal is stiffened in the known man- 
ner by a reinforcement, which may 
either encase or line, or alternative- 
ly constitute, such holding portion 
and therefore makes the press-fitting 
contact with the machine part sta- 
tionary relatively thereto, or may be 
an internal reinforcement in the 
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sense that it does not make press* 
fitting contact with the machine part 
stationary relatively thereto/' (Em- 
phasis ours.) 
In Fig, 8 Chinnery et a], shows a radially 
extending flange at the outer edge of a 
reinforcing member of the internal rein- 
forcement type which flange extends be- 
yond the sealing member "to such an ex- 
tent as to sei-ve as a means of attachment 
of the oil seal to the housing additional 
to the interference press fit of the hold- 
ing portion a in the housing recess g." 
The aforesaid flange is shown attached 
to the housing by screws or bolts. 

The Jepson patent relates to a gasket 
for sealing the space between the upper 
and lower vessels of a vacuum-type coffee 
maker. The gasket is an annular rubber 
member attached to the lower part of the 
upper vessel and is designed to fit into 
the upper part of the lower one. Located 
in a groove in the gasket is a sleeve mem- 
ber provided with axially and downward- 
ly extending spring fingers which are so 
biased radially as to urge the lower 
peripheral portion of the gasket outward- 
ly, thus effecting a tight engagement .with 
the mouth of the lower vessel. 

Claims 1, 4, and 7 stand rejected on 
Chinnery et al. in view of Jepson, on the 
ground that it would not require "inven- 
tion" to replace the cylindrical sheet 
metal reinforcing member, which is se- 
cured to the Chinnery et al. sealing mem- 
ber, by an annular set of outwardly 
biased spring fingers shown by Jepson. 

The problems which were solved by ap- 
pellant's invention existed in this art at 
the time of his invention despite the 
Chinnery et al disclosures. It was ap- 
pellant rather than Chinnery et al. who 
provided the art with a shaft seal in 
which the resilient element of the seal 
could be readily inserted into a bore in 
the housing so that it could be removed 
from the bore and replaced by a new seal- 
ing element without mutilation of the 
sealing surface of the bore. This is 
particularly important, the specification 
points out, where the bore is formed in 
light metal alloys such as are used in air- 
craft engines and which are relatively 



soft and easily damaged. In appellant's 
oil seal, the resilient seal is so constructed 
that when mounted in the bore, it will es- 
tablish and maintain a fluid tight rela- 
tionship between the outer peripheral 
surface of the resilient seal member and 
the inside of the bore. Where either 
natural or synthetic rubber is used as the 
resilient sealing member in such seals, 
the rubber in time will take a set or lose 
its resiliency at least to the extent that 
the seals soon become, ineffective to pre- 
vent leakage of oil. When subjected to 
mechanical pressures and heat, sucli a 
rubber sealing element loses its sealing 
effectiveness at an accelerated rate. The 
problems in the oil sealing art arising 
from such use of resilient sealing ele- 
ments appear to have persisted becaus(i of 
the failure of the art to recognize these 
characteristics of the rubber sealing ele- 
ment and to so design the resilient ele- 
ment and the mounting therefor as to as- 
sure holding the outer circumference of 
the resilient sealing element in static oil- 
sealing contact with the inner circumfer- 
ence of the bore in which it is inserted. 

Appellant's seal differs from the art of 
record in at least three respects : 

(1) The provision of the annular «lot 
which extends axially inward from one 
end of the resilient sealing element. This 
feature is claimed as part of the combina- 
tion set forth in claim 4, 

(2) The outwardly biased resilient 
spring means or fingers inserted in the 
resilient sealing element. These means 
are claimed as part of the combination of 
claims 1, 4 and 7, 

(3) The "snap-on" connector which 
holds the resilient sealing element and en- 
gages with a complementary formation 
associated with the housing outwardly of 
the bore. This feature is in the combina- 
tion of claim 10. 

The patents cited by the examiner, 
either alone or in combination^ do not dis- 
close a resilient shaft sealing elemont 
having these features, 

It is common knowledigre that resilient 
deformable materials such as either nat- 
tural or synthetic rubber are incompres- 
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sible, that Is, while they may be de- 
formed, this can occur only if the design 
and mounting: of the part permits the re- 
silient matei*ial to change its shape in 
response to the applied forces. 

The seal construction disclosed in Chin- 
nery et al. is such that the "interference 
press fit" which that patent calls for is 
alone relied on to keep the seal tight. 
There is nothing in the Chinnery et al. 
patent to show how the resilient sealing 
element is maintained in resilient con- 
tact with the bore otherwise than by the 
resiliency of the rubber. If and when 
that resiliency is lost, the sealing effect 
will be impaired. 

Considering the incompressible nature 
of the rubber in the sealing element dis- 
closed in Chinnery et al., its stiffening 
and reinforcement by the cylindrical 
sheet metal member, and its "interfer- 
ence press fit" in the bore, it seems clear 
to us that the Chinnery et al. seal cannot 
function in the manner of appellant's 
seal. Now, as to the contention that Jep- 
son would suggest inserting a set of 
spring fingers, the resilient element of 
Chinnery et al, is forced so tightly into 
the bore and is so "stiffened" that the use 
of the resilient spring fingers of Jepson 
could- not possibly increase the resilient 
deformation of the Chinnery et al. seal 
in the direction of the bore or increase 
the sealing engagement of the seal with 
the bore. The teaching of the Chinnery 
et al patent points away from the addi- 
tion of any spring element. On the other 
hand, we find nothing in the disclosure of 
Jepson's coffee maker gasket to suggest 
that any part of it has applicability to 
shaft seals. The two arts are at least 
somewhat remote from each other even 
if they both involve sealing. 

We, therefore, find that Chinnery et al 
did not teach the shaft sealing art how to 
solve the problems which existed in that 
art at the time of appellant's invention. 
We hold, further, that the combination 
of Jepson with Chinnery et al. is not a 
proper ground for rejection of the claims 
here on appeal. This suggested combina- 
tion of references would require a sub- 
stantial reconstruction and redesign of 



the elements shown in Chinnery et al. as 
well as a change in the basic principles 
under which the Chinnery et al. construc- 
tion was designed to operate. 

Once appellant had taught how this 
could be done, the redesign may, by hind- 
sight, seem to be obvious to one haying 
ordinary skills in the shaft sealing art 
However, when viewed as of the time ap- 
pellant's invention was made, and without 
the benefit of appellant's disclosure, we 
find nothing in the art of record which 
suggests appellant's novel oil seal as de- 
fined in claims 1, 4 and 7. 

We shall now consider the rejection of 
claim 10, remarking first that it differs 
from claims 1, 4 and 7 in that it is direct- 
ed to a combination of ia housing bore, a 
resilient sealing ring and a metal retain- 
ing ring connected to the sealing ring, 
wherein the metal ring has resilient 
hooks which secui-e the seal in the bore. 
This claim is not limited to the outwardly 
biased spring fingers. 

The examiner rejected claim 10 on two 
grounds: (1) that substitution for the 
screw securing means of Chinnery et al. 
of a series of spring hooks such as dis- 
closed by Norton would not involve pat- 
entable invention, and (2) unpatentabili- 
ty over Roth. 

We shall first dispose of the second re- 
jection. The board held that claim 10 is 
drawn to a combination of a sealing ring 
and a housing, bore in which the sealing 
ring is detachably placed and that Roth 
discloses nothing of , this nature. The 
board therefore reversed the rejection on 
Roth and consequently it is not before us. 

As to the first rejection, the board rec- 
ognized that it was on the ground of un- 
patentability "over Chinnery et al. in 
view of Norton" and pointed out that the 
examiner could see nothing patentable in 
substituting spring hook attaching means 
shown in Norton for the screws of Chin- 
nery et al. It then said: 

"Appellant argues that the refer- 
ences fail to suggest or teach how the 
proposed [claimed] combination 
could be made and after a careful 
consideration of the references, we 
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. have concluded that he i$ correct in 
this respect We therefore concede 
that the chdm * * ♦ defines 
novelty over the disclosure of Fig. S 
of Chinnery et at. Novelty alone 
however, is no proper basis for the 
allowance of a claim." (Emphasis 
ours.) 

Although, in reaching this conclusion, the 
board made no reference to Norton, the 
context compels the conclusion that novel- 
ty was found notwithstanding the dis- 
closure of Norton, taken together with 
Chinnery et aL We fully agree, of 
course, with the board's statement that 
novelty alone is not enough for patenta- 
bility. 

With the next statement of the board, 
in explanation of its affirmance of the re- 
jection of claim 10, we do not agree. It 
reads: 

'In order to properly define inven- 
tion [meaning, of course, patentable 
invention], a claim should clearly de- 
fine a structure which possesses some 
definite advantage over the prior art. 
As far as we can determine there Is 
no better combination of housing 
and seal produced by using a series 
of snap fastener connections to con- 
nect the seal to the housing, as in ap- 
pellant's structure, over using a 
series of bolts, as in the structure 
shown by Chinnery et aL Both act 
to merely detachably connect one ele- 
ment to another element and as far 
as we can find are merely equivalent 
connecting means especially in the 
absence of any unexpected result or 
advantage being obtained, by using 

l» A critical essay on the exiatin^ law haa 
recently iappeared under the title "A Pro* 
posol for: A Standard ot Patcntabil* 
ity; Consonant Statutory GhanEroa; A 
Manual on Determination of Patentabil- 
ity," by Malcolm F. Bailoy, 41 XPiO.S. . 
192-225, 231-257. It advocates, as we 
understand it, that the present law 
should be changed to set up as tlio test 
for patentability, in place of the require* 
mont of section 103 that an invention be 
unobvious, a requirement that the in* 
vcntion involve pfvgrcss, which the au- 
thor finds in tho constitutional proviKions* 
Congress has not seen fit to include in 



one means in preference to the other, 
on which the record before us is en- , 
tirely silent/* (Emphasis ours.) 
If we may extract from the foregoing 
what we understand to be the essence of 
the board's position in the matter, it is 
that claim 10 is not patentable, though it 
defines a combination which is novel over 
the disclosures of the references, because 
Ihe claimed combination has not been 
shown to be any better than, or to possess 
any advantage over, what was known to 
the art. 

As was pointed out in In re Stempel, 
Jr., 241 P.2d 756, 44 CCPA 820, an ap- 
plicant is entitled to a patent, under the 
statutes,, unless one of the prohibitory 
provisions of the statutes applies. The 
statutory requirements for patentability, 
broadly stated, are novelty, usefulness 
and unobviousness, as provided in ii6 
U.S.C. sections 101, 102, and 103, While 
it is true that proof that an invention is 
better or does possess advantages may be 
persuasive of the existence of any one or 
all of the foregoing three requirements, 
and hence be indicative of patentability, 
Congress has not seen fit to make su<:h 
proof a prerequisite to patentability.* 

Appellant's invention, as defined, fin 
claim 10, has been held by the board to 
possess novelty over the disclosure of 
Chinnery et al. Just what the board 
thought about the pertinency of Norton is 
obscure but it seems to. have regarded 
this reference as of little moment. Ai>- 
pellant in his brief here said that Nortcn 
was held by the board to have no bearing 
on the invention and the Patent Offi<:e 
brief said that the appellant was correct 

the statutes, at any time during the past 
169 years so far as we are aware, a re- 
quirement that each and every patentable 
invention shaU Involve "progress" ' in 
this sense, i e., that each new invention 
must also he shown to possess some 
definite advantage over the prior art. 
The author relates tlie term "progress*' 
to individUQl inventions and then gives it 
the connotation that each such invention 
should bo a technical advance, improve- 
ment or betterment The very making 
of the suggestion to change the law is 
an indication that the existing law is 
otherwise. 
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in so stating and that the boiirt need not 
consider it We are, therefore, virtually 
without any reference against claim 10 
except Chinnery et al. and the rejection 
thereon is predicated solely oh a theory 
of patentability we find to be outside of 
the patent statutes, namely, that the com- 
bination of claim 10 is, by reason of the 
use of spring retaining hck)ks instead of 
a series of bolts, no better than the com- 
bination of Chinnery et al. However in- 
triguing such a ground of rejection may 
be, it is the duty of the tribunals of the 
Patent Office and of this coui*t to apply 
the law as Congress has written it. 
While the provisions of the former R.S. 
4893 may be said to have given the Com- 
missioner some discretion in refusing to 
grant a patent on an otherwise patentable 
invention unless "the same is sufficiently 
useful and important," when the Patent 
Codification Act of 1952 was enacted, 
Congress removed this provision from old 
section 36 of title 85, now section 131. 
We take this as a further indication that 
it is the intent of Congress that patenta- 
bility be determined solely by the provi- 
sions of sections 101, 102 and 103. We 
therefore reverse the board on this 
ground of rejection of claim 10. 

If the issue before us were whether or 
not the spring hooks are better than the 
Chinnery et al. bolts — and we consider 
this in the event we have misapprehended 
the position of the board — we would hold 
that they are. on the basis of what is dis- 
closed in the application. This retaining 
means seems to possess many advantages 
over screws. Similarly, if the board was 
intending to say that the hooks and the 
bolts are merely equivalent connecting 
means and that claim 10 is unpatentable 
because its combination differs from the 
prior art only in the substitution of an 
equivalent for one element in an old com- 
bination, then we would also have to dis- 
agree since we think it is clear that the 
use of the spring hooks produces a result 
quite different from the bolts of Chinnery 
et al. On the record before us no refer- 
ence relied on shows any spring hooks nor 
does it contain any support for the con- 



tention that bolts and spring hooks are 
equivalents. 

For the foregoing reasons we reverse 
the rejection of claim 10. 

The rejections of claims 1, 4, 7 and 10 
are reversed. 
. Reversed. 

MARTIN, Judge, concurs in result 

KIRKPATRICK, District Judge, dis- 
senting, in which WORLEY; Chief 
Judge, joins. 

I think that the board's rejection of 
claims 1, 4, and 7 should be affirmed. The 
central idea and the most important fea- 
ture of these three claims, as well as of 
allowed claim 5, is the exertion of out- 
wardly directed pressure upon the bore 
engaging portion of the sealing member, 
the result accomplished being to counter- 
act the tendency of rubber to *'set" or lose 
its resiliency and so become ineffective 
to prevent leakage. Jepson comes very 
close to completely anticipating this fea- 
ture of the patent. All that would be 
necessary to make the anticipation com- 
plete would be to provide the Jepson seal 
with a shaft engaging portion and, inci- 
dentally, claim 7 does not specify any 
shaft engaging portion. 

Of course, it was necessary that the 
seal be attached to the bore in a manner 
to prevent its displacement. Chinnery 
provides a flange and screws for this pur- 
pose and none of the three claims re- 
ferred to calls for anything more specific 
than "means." Thus it seems clear that 
claims 1, 4, and 7 show no patentable 
novelty as against the prior art of Chin- 
nery plus Jepson. 

The only question is whether Jepson is 
in a nonanalogous art sufficiently remote 
from that of the application to put it be- 
yond the probability that it would be con- 
sidered by persons skilled in the art en- 
deavoring to solve the problem to the 
solution of which the application is di- 
rected, I do not think that it is. Jepson 
was trying to meet exactly the same prob- 
lem as the application under considera- 
tion, namely, to provide a compressible 
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seal which could be readily detached or 
inserted in a cylindrical bore but. which 
would maintain a firm and leakproof seat 
on the bore when in place. I agree with 
the Solicitor's argument that one seeking 
to improve a machinery seal would rea- 
sonably be expected to investigate not 
only machinery seals but seals in other 
arts where similar problems would be en- 
countered. See In re O'Connor, 161 F.2d 
221, 34 CCPA 1055. 

Claim 10 stands on a somewhat dif- 
ferent basis. This claim entirely omits 
what I think, and have stated above, to be 
the heart of the application. In sub- 
stance, claim 10 really amounts to no 
more than a claim for a hook formation 
to interlock with the housing of a bore in 
order to bold a press fit seal in place.^ 
Chinnery discloses means to serve the 
same purpose consisting of screws. 

The board conceded that the combina- 
tion disclosed in claim 10, consisting of 
spring hooks to fasten a press fit seal to 

1, Chthnery discloses a press fit seal, but 
no one hm suggested that there is ooy- 
thing new about such a device and the 



the bore, disclosed novelty over Chinnery 
but not patentable novelty. 

I do not read the opinion of the board 
as predicating its conclusion of want of 
invention on the theory that in order to 
be patentable a combination must hiive 
some distinct advantage over the prior 
art. The. board stated that there v/as 
nothing in the record to show that the 
substitution of hooks for sci^ews produced 
any unexpected result or advantage and, 
therefore, concluded that the introduc- 
tion of hooks did not create patentable 
novelty, but was a mere substitution of 
equivalents. ' The statement that the 
spring hooks of Ratti were no better than 
the screws of Chinnery was direcl:ed 
toward this point and seemingly was 
added to fortify the board's finding of 
equivalency rather than to propound a 
theory of patentability. I agree with the 
board that this claim, though it may show 
novelty over Chinnery, does not show pat- 
entable Jiovelty, and I would affirm its :re- 
jection, 

specification of the application before ua 
concedes that It is old in the aru 
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